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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
09/461,402, filed on December 15, 1999. Specification 

2. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

3. Claims 21-28 and 37-44 are objected to under 37 CFR 1.75 as being a 
substantial duplicate of claims 1, 5, 6, 10, 11, 15, 16, 20 and 29-36, respectively. When 
two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 16-20, 27, 28, 35, 36, 43 and 44 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent 5,798,845 (Baek et al.) in view of U.S. Patent 
5,862,202 (Bashoura et al.). 

Regarding claims 16, 17 and 27, Baek et al. disclose an image data 
communication apparatus connected to an image data source and a network, and 
transmitting image data to a receiving apparatus via the network, the image data 
communication apparatus comprising: a memory configured to store information 
regarding an identification of at least one user of the image data communication 
apparatus and a mail address of the at least one user (column 4, lines 36-43); a panel 
section configured to select the information regarding an identification of at least one 
user and the mail address of the at least one user stored in the memory (column 4, lines 
26-35; column 4, line 59 - column 5, line 10); and a controller configured to set the 
information regarding the identification of the user selected by the panel section, into the 
mail message (column 5, lines 2-10). The image data source comprises a scanner 
connected to the image data communication apparatus (column 4, lines 7-9). 

Baek et al. do not disclose a transmitter configured to transmit image data 
attached to an e-mail, the e-mail including a mail from command and a mail message. 
Bashoura et al. disclose a fax routing system capable of transmitting image data 
attached to an e-mail (column 4, line 66 - column 5, line 6). Note that Fig. 4 shows a 
table for storing e-mail addresses as well as telephone numbers and IP addresses of 
potential recipients of a fax message. 
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The fax routing system disclosed in Bashoura et al. enables a user to transmit 
image data via the Internet as well as through telephone lines as in a conventional fax 
transmission, thereby enabling reception at more destinations. Therefore, it would have 
been obvious for one of ordinary skill in the art to modify the teaching of Baek et al. by 
providing a system for transmitting documents attached to e-mail, as disclosed in 
Bashoura et al. 

Regarding claims 18 and 19, neither Baek et al. nor Bashoura et al. disclose a 
panel section comprising a personal computer connected to the image data 
communication apparatus, wherein the personal computer displays an HTML document 
for storing the information regarding the identification of the user and the mail address 
of the user in the memory. However, the concept of operating a fax machine, or other 
office machines such as printers and copiers, using operation keys from a personal 
computer is well known in the art for allowing tasks to be performed from a central 
location, thereby saving a user the trouble of having to go to a fax machine remotely 
located from his or her office. Therefore, it would have been obvious for one of ordinary 
skill in the art to modify the combined teachings of Baek et al. and Bashoura et al. by 
providing a personal computer for controlling the fax machine. As is known in the art, 
personal computers are capable of displaying HTML documents for storing information, 
in general. 

Regarding claims 20 and 28, Bashoura et al. disclose converting image data 
attached to the e-mail into a format for e-mail transmission (column 4, lines 44-48; 
column 4, line 66 - column 5, line 3). As mentioned above, the fax routing system 
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disclosed in Bashoura et al. enables a user to transmit image data via the Internet as 
well as through telephone lines as in a conventional fax transmission, thereby enabling 
reception at more destinations. Therefore, it would have been obvious for one of 
ordinary skill in the art to modify the teaching of Baek et al. by providing a system for 
transmitting documents attached to e-mail, as disclosed in Bashoura et al. 

Claims 35, 36, 43 and 44 are method claims corresponding to above-rejected 
apparatus claims 16, 20, 27 and 28, respectively. The method steps are performed by 
the facsimile system disclosed in Baek et al. in view of Bashoura et al., as set forth 
above. 

Allowable Subject Matter 

6. Claims 1-15 and 29-34 are allowed. 

7. The following is a statement of reasons for the indication of allowable subject 
matter: No prior art has been found to disclose or suggest "a controller configured to 
set the information regarding the identification of the user and the mail address of the 
user selected by the panel section, into the mail message of the e-mail to which the 
image data is attached, whereby opening, at the receiving apparatus, of the attached 
image data is not required to determine the information regarding the identification of 
the user, and the mail address of the user set into the mail message of the e-mail can 
be utilized as a destination for a reply to the e-mail, the reply being sent from the 
receiving apparatus," as recited in base claim 1 and similarly recited in base 29; or "a 
controller configured to set the information regarding the identification of the user and 
the mail address of the user selected by the panel section, into the mail message of the 
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e-mail to which the image data is attached, whereby opening, at the receiving 
apparatus, of the attached image data is not required to determine the information 
regarding the identification of the user, and a reply to the e-mail can be sent to the user 
without requiring input of the mail address of the user at the receiving apparatus, the 
reply being sent from the receiving apparatus," as recited in base claim 6 and similarly 
recited in base claim 31 ; or "a controller configured to set the information regarding the 
identification of the user and the mail address of the user selected by the panel section, 
into the mail message of the e-mail to which the image data is attached, whereby 
opening, at the receiving apparatus, of the attached image data is not required to 
determine the information regarding the identification of the user, and a reply to the e- 
mail is returned to the mail address of the user," as recited in base claim 1 1 and 
similarly recited in base claim 33. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (703) 305- 
4870. The examiner can normally be reached on Monday-Friday (7:30-5:00), alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (703) 308-7452. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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